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By the Board:

On Cctober 28, 2004, petitioners Nora and Roger Orozco
filed a petition to cancel respondent’s registration No.

2846833, for the mark pictured bel ow

Oﬂﬁtt

alleging that the mark so resenbl es petitioners’ previously-
used marks OAK TREE FARMS? and OAK TREE FARMS and Design,?

pi ctured bel ow

! Reg. No. 2846833 for the mark OAKTREE and Design, for
“footwear,” filed February 10, 2003; registered May 25, 2004.

2 petitioners have not alleged ownership of a federal application
or registration for this nark.

3 Ser. No. 78304288 for the mark OAK TREE FARMS and Design, for
“footwear,” filed Septenber 23, 2003.
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as to be likely, when used in connection with respondent’s
goods, to cause confusion, m stake or to deceive prospective
custoners.* Respondent has denied the essential allegations
in the conplaint and asserted the affirmative defense of

| aches.

The case now cones before the Board for consideration
of petitioners’ notion (filed January 11, 2006) for summary
judgnent on the ground of priority and |ikelihood of
confusi on between the nmarks at issue. Respondent filed a
response that includes a cross-notion for summary judgnent
on the ground that petitioners |ack standing to bring this

action.® Petitioners filed a reply brief, which we have

* Al'though petitioners argue in their brief that they al so own
the marks OQAK TREE and QAK TREE and Desi gn, neither nmark was

pl eaded in the petition to cancel. Accordingly, petitioners may
not obtain summary judgnent on a claimof |ikelihood of confusion
with respect to these marks. See G ant Food, Inc. v. Standard
Terry MIls, Inc., 229 USPQ 955, 961 (TTAB 1986); TBMP § 528. 07
(2d ed. rev. 2004)(“A party may not obtain sunmmary judgnent on an
i ssue that has not been pl eaded”).

® Respondent al so alleges that he has not had a chance to

conpl ete his discovery. However, we do not construe respondent’s
cross-notion as including a notion seeking di scovery under Fed.

R Civ. P. 56(f). Respondent has substantively responded to
petitioners’ summary judgnent notion. A party able to fashion a
response to a notion for summary judgnment does not need di scovery
to be able to respond to the notion. See Dyneer Corporation v.
Aut onotive Products, plc., 37 USP@d 1251 (TTAB 1995).



Cancel | ati on No. 92043811

consi dered, together with their response to respondent’s
cross-notion. ®

After review ng the argunents and supporting papers of
the parties, we find that petitioners have not net their
burden of establishing that no genuine issue of nmateri al
fact exists as to their claimof l|ikelihood of confusion.’
At a mninmum genuine issues of material fact exist as to
the simlarity or dissimlarity of connotations and
commerci al inpressions of the marks at issue.?®

Accordingly, petitioners’ notion for sunmary judgnment
i s hereby deni ed.

Turning to respondent’s cross-notion, we find that
respondent has not shown that he is entitled to judgnent as
a matter of law on the issue of petitioners’ standing to

bring this case. Petitioners have standing on the ground

® The parties’ stipulated notion (filed February 15, 2006) for an
extension of tinme for respondent to file his brief in response to
petitioners’ notion for summary judgnent is granted. Contrary to
petitioners’ assertion, respondent is entitled to include a
cross-notion for summary judgnent with his response.

" Both parties submtted evidence in support of their notions,

i ncluding petitioners’ subm ssion of their counsel’s declaration,
verifying a copy of respondent’s answers to petitioners’ requests
for adm ssions. Petitioners argue that the answers were untinely
filed, and ask that the answers be deenmed admitted, including

admi ssions relating to the |ikelihood of confusion factors under
E. I. du Pont de Nenmoburs & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). W decline to do so, as respondent has shown that his
answers to the requests were tinely filed.

8 The fact that we have identified only a few genuine issues of
mat erial fact as sufficient bases for denying the notion for
summary judgnent shoul d not be construed as a finding that these
are necessarily the only issues which remain for trial.
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that their trademark application for the mark QAK TREE FARMS
and Design, serial no. 78304288, was refused registration
based on alleged |ikelihood of confusion with respondent’s
registration. See TBMP § 309.03(b) and authorities cited in
that section. To the extent that respondent is asserting
that petitioners |ack standing because they are not the true
owners of the marks, respondent has not raised this issue as
an affirmative defense in his answer and may not obtain
summary judgnent on the issue. See TBMP 8§ 528.07(a) (2d ed.
rev. 2004).

Accordi ngly, respondent’s cross-notion for sunmary
judgnent is hereby denied.?®

Concurrently with the filing of his cross-notion,
respondent filed a notion to reopen?® discovery and extend
the trial periods in this case, alleging his reliance upon
adverse counsel’s agreenent to file an extension request
that was never filed. Respondent, hinself fully aware of

the closing date of the discovery period, has not shown that

° The parties should note that the evidence subnmitted in
connection with their notions for summary judgnent is of record
only for consideration of those notions. To be considered at
final hearing, any such evidence nmust be properly introduced in
evidence during the appropriate trial period. See Levi Strauss &
Co. v. R Josephs Sportswear Inc., 28 USPQ2d 1464 (TTAB 1993);

Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983); Anerican Meat
Institute v. Horace W Longacre, Inc., 211 USPQ 712 (TTAB 1981).

0 | nasmuch as respondent’s notion was filed after the discovery
period cl osed, we have treated his notion as one to reopen the
di scovery period rather than as one to extend. See Fed. R Civ.
P. 6(b); Trademark Rule 2.116(a), and TBMP § 509.01 (2d ed. rev.
2004) .
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his failure to act is the result of excusable neglect. See
Pi oneer I nvestnment Services Conmpany v. Brunswi ck Associ ates
Limted Partnership, 507 U S. 380 (1993), as discussed by
the Board in Punpkin, Ltd. v. The Seed Corps, 43 USPQ2d 1582
(TTAB 1997); and TBWMP § 509.01(b) (2d ed. rev. 2004).
Accordi ngly, respondent’s notion to reopen i s denied.
Proceedi ngs herein are resuned and trial dates are

reset as indicated below D scovery renains closed.
DISCOVERY PERIOD TO CLOSE: CLOSED

30-day testimony period for party in the position of December 1, 2006
plaintiff to close:

30-day testimony period for party in the position of the January 30, 2007
defendant to close:

15-day rebuttal period for party in the position of the M arch 16, 2007
plaintiff to close:
| N EACH | NSTANCE, a copy of the transcript of
testinony, together with copies of docunentary exhibits,
must be served on the adverse party within thirty days after
conpletion of the taking of testinony. Trademark Rul e
2.125.
Briefs shall be filed in accordance with Trademark
Rul es 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.



